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THE REPLY FILED 01 July 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . E The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (ROE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) ^ The period for reply expires* 3_months from the mailing date of the final rejection. 

b) [Zl The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1 , 704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth In 37 CFR 41 .37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) □ They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) n They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better fonm for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) n They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. S For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: , 

Claim(s) rejected: 1-14 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. S The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.11 6(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1 ). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . E The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

the declaration was not persuasive. 

12. 13 Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 02/08 & 5/09. 2005 

13. S Other: It should be noted that obiections are not appealable and therefore the declaration doesn't simplify the issues for appeal 

because the declaration was not sufficient to overcome the 35 USC 103(a) reiectlons . 

William H. Mayo III 
Primary Examiner 
Art Unit: 2831 
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Information Disclosure Statement 

1 . The information disclosure statements filed February 8 and May 9, 2005, have 
been submitted for consideration by the Office. It has been placed in the application file 
and the information referred to therein has been considered. 

Drawings 

2. The drawings were received on July 1 , 2005. These drawings are approved. 

Response to Amendment 

3. The declaration under 37 CFR 1 .132 filed July 1 , 2005 is insufficient to overcome 
the rejection of claims 1-3, 5-12, and 14 based upon Higashiura et al (JP Pat Num 10- 
125140, herein referred to as Higashiura) in view of Hosoi (JP Pat Num 04-345703) and 
claims 4 & 13 based upon Higashiura et al (JP Pat Num 10-125140) in view of Hosoi 
(JP Pat Num 04-345703), as applied to claims 1 and 6-10 above, further in view of 
Nakano et al (Pat Num 5,166,238, herein referred to as Nakano). as set forth in the last 
Office action because: It appears that the applicant is intending to state that the prior 
art cable is not capable of being extruded at rates of lOOm/min and therefore cannot 
demonstrate the unexpected superior results of the claimed multi-layer insulated wire, 
however, the rate at which the insulation is extnjded has not been positively recited in 
the claims. Specifically, it is noted that the features upon which applicant relies (I.e., 
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extruding the insulation at rates of 100m/min) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). Secondly, even if the claim limitations (extruding the 
insulation at rates of lOOm/min) were incorporated into the claims, it has been held that 
the method of producing a product is not germane to the patentability of the product 
itself, unless the method of producing the product results in stmcturally different claimed 
structure than the cited prior art. Specifically, the method of making the product doesn't 
add any additional structure because it has been held that the presence of process 
limitations in product claims, in which the product doesn't otherwise patentably 
distinguish over the prior art, cannot impart patentability to that product. Specifically, 
the MPEP 21 00 section recites: 

PRODUCT-BY-PROCESS CLAIMS ARE NOT LIMITED TO THE 
MANIPULATIONS OF THE RECITED STEPS, ONLY THE STRUCTURE 
IMPLIED BY THE STEPS 

"[E]ven though product-by-process claims are limited by and defined by the process, 
detemiination of patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the oroduct-bv-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even thouah the prior product was made 
bv a different process." In re Thorpe. 777.2d 695. 698. 227 USPQ 964. 966 (Fed. Cir. 1985) (citations 
omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide 
and carboxylic acid as separate ingredients instead of adding the more expensive pre-reacted metal 
carboxylate. The product-by-process claim was rejected because the end product, in both the prior art 
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and the allowed process, ends up containing metal carboxylate. The fact that the metal carboxylate is not 
directly added, but is instead produced in-situ does not change the end product.). >The structure implied 
by the process steps should be considered when assessing the patentability of product-by-process claims 
over the prior art, especially where the product can only be defined by the process steps by which the 
product is made, or where the manufacturing process steps would be expected to impart distinctive 
structural characteristics to the final product. See, e.g.. In re Gamero, 412 F.2d 276, 279, 162 USPQ 221, 
223 (CCPA 1979) (holding "interbonded by interfusion" to limit structure of the claimed composite and 
noting that terms such as "welded," "intermixed," "ground in place," "press fitted." and "etched" are 
capable of construction as structural limitations.) 

Therefore, the declaration is insufficient to overcome the above stated 
rejections. If extruding the insulation at rates of 100m/min result in a stmcturally 
different product, then the applicant should recite that structure in the claims in order to 
differentiate the claimed invention and the cited prior art. Presently, all of the claimed 
structure is disclosed in the combination of references, and therefore has to exhibit the 
same characteristics as the claimed invention. 

In light of the above statements, the examiner respectfully submits that the 35 
use 103(a) rejections are proper and just. 

Communication 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. Mayo III whose telephone number is (571)- 
272-1978. The examiner can nomnally be reached on M-F 8:30am-6:00 pm (alternate 
Fridays off). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Dean Reichard can be reached on (571) 272-2800 ext 31 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




William H. Mayo n 
Primary Examiner 
Art Unit 2831 



WHM III 
July 14, 2005 



10/720,282 




Fig. 2 
Prior Art 
6 




